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DETAILED ACTION 

1. The Amendment filed on June 16, 2009 has been entered. Claims 1-5, 7-10, 12- 
16 and 18 remain pending in the application. Claim 19 is newly added. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-5 and 7-10 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1 , 4-6 and 8 of U.S. Patent No. 
7,353,820 B2. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims of the pending application are simply 



broader than the patented claims. 
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Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. Claim12-16 and 18 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent Application Publication No. 01-201253 to Yahara et al. (Yahara) which 
for the sake of clarity, reference will be made to the English language translation 
supplied with this Office Action. 

Regarding claims 12-14, Yahara teaches a heat generating, shaped article 
prepared by three-dimensionally shaping a molded sheet, that method comprising an 
oxidizable metal, a moisture-retaining agent and a fibrous materials (Claims and 
Industrial Field of Application) with the molded sheet molded by papermaking (Claims 
and Pg. 4), disposed between an air permeable and an air impermeable sheet (Fig. 1 
and Pg. 8) and having a maximum stress of 0.3 to 5 MPa and a breaking elongation of 
2.0 to 10% and a maximum stress of 0.5 to 15 MPa and a breaking elongation of 0.8 to 
5% in its dried state (The MPa and breaking elongation are measured properties which 
the Office has no way of measuring. Therefore the burden rests on applicant to provide 
proof the molded sheet of Yahara does not have these properties and the claimed 
properties render the claimed invention patentably distinct from that taught by Yahara). 
In the event that Yahara does not teach such properties, it would have been an obvious 
matter of design choice among readily available materials to one having ordinary skill in 
the art at the time of the invention to have used a fibrous material having the claimed 



Application/Control Number: 10/556,136 Page 4 

Art Unit: 3739 

properties because no unique structure is disclosed. Therefore, all claimed materials 
are considered to have similar properties to similar materials known in the art. 

Regarding claims 1 5 and 1 6, Yahara teaches the article of claims 1 2, as well as 
Yahara teaching the molded sheet containing at least 50% by weight of components 
other than the fibrous material (Pg. 6), but not the fibrous material having a CSF of 
600ml or less (This is a property of pulp drainage and the Office has no way of 
measuring the CSF of the pulp used in Yahara. The burden rests on applicant to 
provide proof if the fibrous material disclosed in Yahara does not have this property and 
the claimed property renders the claimed invention patentably distinct from that taught 
by Yahara). In the event that the fibrous material taught by Yahara does not have a 
CSF of 600 ml or less, it would have been obvious to one having ordinary skill in the art 
at the time of the invention to have used such a fibrous material as a matter of design 
choice as such properties are easily obtainable in pulp minerals as taught by Yahara. 

Regarding claim 18, Yahara teaches the article of claim 1 2, with Yahara teaching 
the further limitation of an electrolyte incorporated into the heat generating shaped 
article (Claims and Industrial Field of Application). 

6. Claims 1, 2, 4, 5, 7-10 and 19 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japanese Patent Application Publication No. 01 -201 253 to Yahara et 
al. (Yahara) which for the sake of clarity, reference will be made to the English language 
translation supplied with this Office Action in view of U.S. 2001/0049546 A1 to 
Dvoretzky et al. (Dvoretzky). 



Application/Control Number: 10/556,136 Page 5 

Art Unit: 3739 

Regarding claims 1 and 2, Yahara teaches a warming article having a heat 
generating main body comprising a heat generating element (Fig. 1 and Claims) 
configured to generate water vapor (inherent in that there is water disposed in the main 
body and sufficient heating as taught on pg. 10 to cause vaporization) an air permeable 
holder (2, Fig. 1 and Pg. 8) including an air permeable layer and an air impermeable 
layer (Pg. 8) which are disposed on opposite sides of the heat generating element (Pg. 
8), the heat generating main body expandable by water vapor generated with the heat 
generation of the heat generating element (Claims and Industrial Field of Application). 
However, Yahara does not teach a receiving part configured to receive a part of the 
body which is provided on the air permeable side of the holder. Dvoretzky teaches a 
multi-purpose drug and heat delivery system (title) including a receiving part (Figs. 1-4 
and [0015 and 0041-0044]). The receiving part of Dvoretzky would necessacerily be 
provided on the air permeable side of the heat generating element as it is the air 
permeable side of the heating element that is going to provide heat treatment to the 
body part. In Dvoretzky, the body retaining element is in contact with the air 
impermeable side and the air permeable side (Fig. 1 ). It would have been obvious to 
one having ordinary skill in the art at the time of the invention to have modified Yahara 
to have included the receiving part of Dvoretzky as Dvoretzky teaches that the receiving 
part securely maintains the heating element in the desired location, assisting in 
regulating and controlling the heat level and air transmission enabling a controlled heat 
delivery ([0028]). 
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Regarding claim 7, Yahara teaches a warming article having a heat generating 
main body comprising a heat generating element (Fig. 1 and Claims) configured to 
generate water vapor (inherent in that there is water disposed in the main body and 
sufficient heating as taught on pg. 10 to cause vaporization) an air permeable holder (2, 
Fig. 1 and Pg. 8) including an air permeable layer and an air impermeable layer (Pg. 8) 
which are disposed on opposite sides of the heat generating element (Pg. 8), the heat 
generating main body expandable by water vapor generated with the heat generation of 
the heat generating element (Claims and Industrial Field of Application). However, 
Yahara does not teach a receiving part configured to receive a part of the body which is 
provided on the air permeable side of the holder. Dvoretzky teaches a multi-purpose 
drug and heat delivery system (title) including a receiving part (Figs. 1-4 and [0015 and 
0041-0044]). The receiving part of Dvoretzky would necessacerily be provided on the 
air permeable side of the heat generating element as it is the air permeable side of the 
heating element that is going to provide heat treatment to the body part. In Dvoretzky, 
the body retaining element is in contact with the air impermeable side and the air 
permeable side (Fig. 1). It would have been obvious to one having ordinary skill in the 
art at the time of the invention to have modified Yahara to have included the receiving 
part of Dvoretzky as Dvoretzky teaches that the receiving part securely maintains the 
heating element in the desired location, assisting in regulating and controlling the heat 
level and air transmission enabling a controlled heat delivery ([0028]). 

However neither Yahara nor Dvoretzky teaches the warming article generating 
1 .0 to 1 00 mg/(cm 2 x1 0 min.) of water vapor. However, the warming article by Yahara is 
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capable of producing water vapor in this range as the amount of water vapor produced 
is a function of material choice and the concentration of various components of the pulp 
mixture disclosed. It would be a matter of routine experimentation and design choice to 
produce a warming article as taught by Yahara which has a water vapor production 
within the claimed range. Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to have made a warming article that is capable 
of generating the desired water vapor as a matter of course in optimizing the invention 
(see MPEP 2144). 

Regarding claims 4 and 9, Yahara in view of Dvoretzky teaches the article of 
claims 1 and 7 above, with Yahara teaching the further limitation of the method of 
producing a warming article comprising a heat generating element prepared by 
papermaking and containing an oxidizable metal, a moisture-retaining agent, a fibrous 
material, and water (Claims, Industrial Field of Application and Pgs. 4 and 6). 

Regarding claim 8, Yahara in view of Dvoretzky teaches the article of claim 7, 
with Yahara teaching the further limitation of the holder having an air permeability of 
10000 sec/100 ml or less (Pg. 11). 

Regarding claims 5 and 10, Yahara in view of Dvoretzky teaches the article of 
claims 4 and 9, as well as Yahara teaching the molded sheet containing at least 50% by 
weight of components other than the fibrous material (Pg. 6), but not the fibrous material 
having a CSF of 600ml or less (This is a property of pulp drainage and the Office has no 
way of measuring the CSF of the pulp used in Yahara. The burden rests on applicant to 
provide proof if the fibrous material disclosed in Yahara does not have this property and 
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the claimed property renders the claimed invention patentably distinct from that taught 
by Yahara). In the event that the fibrous material taught by Yahara does not have a 
CSF of 600 ml or less, it would have been obvious to one having ordinary skill in the art 
at the time of the invention to have used such a fibrous material as a matter of design 
choice as such properties are easily obtainable in pulp minerals as taught by Yahara. 

Regarding claim 19, see the rejection of claim 7 with respect to the placement of 
the receiving part in conjunction with the layers. 

7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yahara et 
al. and Dvoretzky as applied to claim 1 above, and further in view of Japanese Patent 
Application Publication No. 2002-078728 to Tom et al. (Tom). 

Yahara in view of Dvoretzky teaches the article of claim 1 , but not the moisture or 
water permeability within the range of 1 .5 to 10 kg/(m 2 x24 hr). Tom teaches a warming 
article with air permeability that has a moisture permeability within the range of 1 .5 to 10 
kg/(m 2 x24 hr). It would have been obvious to one having ordinary skill in the art at the 
time of the invention to have further modified Yahara and Usui with the moisture/water 
vapor permeability of Tom as Tom teaches that steam generation in a warming article 
to be applied to the skin is advantageous (Claims). 

Response to Arguments 

8. Applicant's arguments, see pages 6-8, filed June 16, 2009, with respect to the 
rejection(s) in view of the Usui reference have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
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consideration, a new ground(s) of rejection is made in view of Yahara in view of 
Dvoretzky. 

9. Applicant's arguments filed June 1 6, 2009 with respect to the rejection of claim 
12 have been fully considered but they are not persuasive. 

a. With respect to applicant's argument that applicant does not have the 
burden to provide proof if the molded sheet of Yahara does not have the 
properties of claim 12 with respect to maximum stress and breaking elongation, 
the examiner maintains the rejection. As Yahara teaches a heat generating, 
shaped article prepared by three-dimensionally shaping a molded sheet, that 
method comprising an oxidizable metal, a moisture-retaining agent and a fibrous 
materials (Claims and Industrial Field of Application) with the molded sheet 
molded by papermaking (Claims and Pg. 4), applicant must distinguish the 
molded sheet of Yahara from the molded sheet as claimed. However, in the 
event that the molded sheet of Yahara is not the same as the claimed molded 
sheet it would have been an obvious matter of design choice among readily 
available materials to one having ordinary skill in the art at the time of the 
invention to have used a fibrous material having the claimed properties because 
no unique structure is disclosed. Therefore, all claimed materials are considered 
to have similar properties to similar materials known in the art. 

b. Regarding applicant's argument on page 9 of the remarks/arguments, the 
examiner maintains the rejection. The examiner is not stating that the maximum 
stress and breaking elongation parameters are optimum values that resulted 
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from routine experimentation by one of ordinary skill in the art. The examiner is 
taking the position that the maximum stress and breaking elongation parameters 
would result from an obvious design choice among readily available materials to 
one having ordinary skill in the art as no unique structure is disclosed. 
Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KAITLYN E. HELLING whose telephone number is 
(571)270-5845. The examiner can normally be reached on Monday - Friday 9:00 a.m. 
to 5:30 p.m. EDT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571)272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

1 1 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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